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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 8-12 are rejected under 35 U.S.C. 101 because the claimed invention is directed 

to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. A claim limited to a machine or manufacture which has practical 
application in the technological arts is statutory. In most cases, a claim to a specific 
machine or manufacture will have practical application in the technological arts. See 
MPEP 2106, 2100-14 (quoting In re Alappat, 33 F.3d at 1544, 31 USQ2d at 1557). 
Additionally, for subject matter to be statutory, the claimed process must be limited to a 
practical application of the abstract idea or mathematical algorithm in the technological 
arts. See In re Alappat 33 F.3d at 1543, 31 USPQ2d at 1556-57 (quoting Diamond V. 
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Diehr, 450 U.S. at 192, 209 USPQ at 10). For a process claim to pass muster, the 
recited process must somehow apply, involve, use, or advance the technological arts. 
See In re Musgrave, 431 F.2d 882, 167 USPQ 280 (CCPA 1970). 

In the present case, claims 8-13 only recite an abstract idea. The recited steps 
of merely storing target money and service information and performing a mathematical 
analysis to determine the amount of shared money allocated to each service does not 
apply, involve, use, or advance the technological arts since all of the recited steps can 
be performed in the mind of the user or by use of a pencil and paper. These steps only 
constitute an idea of how to calculate the amount of money each service receive in a 
revenue sharing system. 

Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. An invention, which is eligible or 
patenting under 35 U.S.C. 101, is in the "useful arts" when it is a machine, manufacture, 
process or composition of matter, which produces a concrete, tangible, and useful 
result. The fundamental test for patent eligibility is thus to determine whether the 
claimed invention produces a "use, concrete and tangible result". See AT&T v. Excel 
Communications Inc., 172 F.3d at 1358, 50 USPQ2dat 1452 and State Street Bank & 
Trust Co. v. Signature Financial Group, Inc., 149 F.3d at 1373, 47 USPQ2d at 1601 
(Fed. Cir. 1998). The test for practical application as applied by the examiner involves 
the determination of the following factors" 

(a) "Useful" - The Supreme Court in Diamond v. Diehr requires that the examiner 
look at the claimed invention as a whole and compare any asserted utility with 
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the claimed invention to determine whether the asserted utility is 
accomplished. Applying utility case law the examiner will note that: 

i. the utility need not be expressly recited in the claims, rather it may be 
inferred. 

ii. if the utility is not asserted in the written description, then it must be well 
established. 

(b) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 1754 
(Fed. Cir. 1 994), the examiner will determine whether there is simply a 
mathematical construct claimed, such as a disembodied data structure and 
method of making it. If so, the claim involves no more than a manipulation of 
an abstract idea and therefore, is nonstatutory under 35 U.S.C. 101. In 
Warmerdam the abstract idea of a data structure became capable of 
producing a useful result when it was fixed in a tangible medium, which 
enabled its functionality to be realized. 

(c) "Concrete" - Another consideration is whether the invention produces a 
"concrete" result. Usually, this question arises when a result cannot be 
assured. An appropriate rejection under 35 U.S.C. 101 should be 
accompanied by a lack of enablement rejection, because the invention cannot 
operate as intended without undue experimentation. 

In the present case, the claimed invention collects service usage information and 
fees (i.e., repeatable) used in determining the amount of shared money allocated to 
each service provider (i.e., useful and tangible). 
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Although the recited process produces a useful, concrete, and tangible result, 
since the claimed invention, as a whole, is not within the technological arts as explained 
above, claims 8-13 is deemed to be directed to non-statutory subject matter. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1, 3, 8, 10, 15, 17 and 25-27 rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Pat No. 6,131,085 to Rossides. 

Referring to claims 1, 8 and 15: 

A profit sharing system for an agency service, comprising: 

A storage module storing amounts of share target money, which should be 
shared to a plurality of providers, of profits obtained by operating for a predetermined 
period an agency service for providing users with a plurality of services provided from a 
plurality of providers; (col 234: lines 31-32) and 

A calculation module calculating an amount of shared money allocated to each 
service from within the amount of shared target money stored in the storage module on 
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the basis of a frequency of providing each service during the predetermined period, (col 
12: lines 15-21) 

Referring to claims 3, 10 and 17: 

A profit sharing system according to claim 1 , wherein the profits are a total of 
agency service usage fees during the predetermined period that are collected from the 
users on the basis of one single contract, (col 234: lines 31-32) 

Referring to claim 25: 

A profit sharing system for an agency service, comprising: 

A providing module providing an agency service for providing a user with a 

requested service among services provided by a plurality of providers; (col 14: lines 15- 

16) and 

A calculation module calculating an amount of shared money, shared to each 
provider, or profits obtained by providing the agency service on the basis of a frequency 
of providing the user with the service, (col 12: lines 15-17) 

Referring to claims 26-27: 

A profit sharing method in an information processing system, for an agency 
service, including a storage module and a control unit, said method comprising: 

Making said control unit provide the agency service for providing a user with a 
requested service among services provided from a plurality of providers; (col 14: lines 
15-16) 

Storing said storage module with a providing count of providing the service to the 
user; and (col 10: lines 57-58). 
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Calculating an amount of shared money, shared to each provider, of profits 
obtained by the agency service on the basis of a providing frequency of each service 
that is obtained from the providing count of each service and a total sum of service 
providing counts, (col 12: lines 15-17) 

Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 2, 4, 6-7, 9, 11, 13-14, 16, 18, 20-24 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over U.S. Pat No. 6,131,085 to Rossides. 

As per claims 2, 9 and 16, Rossides discloses a function that tallies the number 
of requests for the service (col 10 lines 57-58; col 13: lines 22-24). 

Rossides also discloses that it calculates the frequency of demand by taking the 
number of times the data has been requested over the time period. Then it calculates 
the payoff by multiplying the frequency with the royalty rate (col 12: lines 15-21). 
Rossides further states that the pay off formula can be infinitely variable (col 12: line 
36). Therefore it would be obvious to one skilled in the arts to modify the above formula 
to calculate the frequency of usage by taking the quotient of usage per service divided 
by the total number of usage, then calculate the amount of shared money by multiply 
the frequency of usage by the amount of available shared money. 
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As per claims 4, 11 and 18, Rossides does not explicitly disclose the method of 
calculating shared money from profit. However, the examiner takes official notice that 
calculating revenue by subtracting operating cost from profits was well known at the 
time of applicants invention. It is a method well known to one skilled in the arts. 

As per claims 6, 13 and 20, Rossides discloses that his AC is a database that 
allows a plurality of users provide answers or raw data to a plurality of questions (col 10: 
lines 5-11). 

Rossides discloses that a user inputs a question causing the AC to search for the 
corresponding answer. If the answer is found, the answer is outputted (col 9: line 66). 
The AC also tallies data-request and data uses (col 10: lines 57-58). 

As per claims 7, 14 and 21, Rossides does not disclose that it provides the user 
with a list of dictionary contents corresponding to a search key received from the user, 
and provides the user with the dictionary content selected from this list by the user. 
Rossides discloses that a user inputs a question causing the AC to search for the 
corresponding answer. If the answer is found, the answer is outputted (col 9: lines 62- 
66; col 13: lines 34-35). Therefore, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to provide a database with dictionary 
content from a plurality of providers. Rossides provides specific motivation by indicating 
that AC can be adapted to collect a variety of answers (col 9: line 3) and can include 
many other useful sets of steps (functions) (col 14: lines 12-13). 

As per claims 22-24, Rossides discloses that AC can enable a user to designate 
given search stats as optional or mandatory. This means that the mandatory conditions 
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are preferably matched over the optional ones (col 44: lines 7-10). Thereby setting a 
priority to mandatory search stats. 

3. Claims 5, 12, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rossides in view of U.S. Pat No. 5,893,903 to Eisdorfer et al. 

Rossides does not disclose a step of requesting a financial institution to pay the 
shared money to each provider. 

Eisdorfer discloses in his patent that clearinghouse2 sends back a stamp 
modified to include its identity for clearinghousel authentication. Clearinghousel will 
then send payment to clearinghouse2 according to the predetermined revenue 
allocation arrangement (col 4: lines 41-44). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify 
Rossides 1 invention to allow requesting a financial institution or a clearinghouse for the 
payment of the shared money. One would be motivated to perform such modification to 
be certain that the service providers receive payment for services provided. 



Conclusion 

4. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The following patents are cited to further show the state of the art with respect to 
revenue sharing in general: 

U.S. Pat No. 5,359,508 to Rossides. 

U.S. Pat No. 5,657,222 to Randolph. 
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U.S. Pat No. 6,751 ,475 to Holmes et al. 



U.S. Pat No. 6,760,916 to Holtz et al. 



U.S. Pub No. 20010039497 to Hubbard. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rutao Wu whose telephone number is (571)272-3136. 
The examiner can normally be reached on Mon-Fri 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571)272-6708. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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